Has the petitioner or real party in
interest already filed a declaratory
judgment action challenging the
validity of the patent at issue?

IPR Tim

eline

Declaratory Judgment Bar. The
Patent Trial and Appeal Board
(PTAB) cannot institute an IPR
if petitioner first filed a
declaratory judgment
challenging validity.
35 U.S.C. §§ 315(a)(1)

Does challenged patent has an
effective filing date before

March 16, 2013?

NO

Petition for IPR can
be filed after
patent’s issue date.
37 C.F.R. §42.102(a)

Petition for IPR can be
filed the later of:
A) 9 months after
patent’s issue or reissue
date; or
B) After the termination
of any instituted PGR of
the patent

37 C.F.R. § 42.102(a)

Has a district court

ng infringemen
of patent at issue been served

on petitioner or its privy?

complaint allegi

35US.C

NO

§315(b)

YES

Within 1 year
of serving of
complaint

PETITIONER FILES PETITION FOR INTER PARTES REVIEW

Optional: Submit
Mandatory Initial
Disclosures

Agreement
37CFR.§

42.51(a)(1)(i)

LZI days

3 months

File mandatory
notices with PTAB
37 C.F.R. §42.8(a)(2)

-

PATENT OWNER FILES OR WAIVES PRELIMINARY RESPONSE
37 C.F.R. §5 42.107(b)

"

_CHANGEIN ™
NFORMATION. -~

21 days

3 months

Update changes in
mandatory notices
with the PTAB
37 C.F.R §42.8(a)(3)

DECLINE TO
INSTITUTE IPR

30 days

ZN
/ INSTITUTEIPR\
N

See Trial Practice Guide, 77 Fed. Reg. at 48757.

DECISION ON INSTITUTION OF IPR BY PTAB and ENTRY OF SCHEDULING ORDER

Request for
rehearing runs
parallel to IPR

Deadline for
petitioner to file
request for
rehearing of
decision
37 C.F.R. §42.71(d)(2)

Deadline to file
request for
rehearing of

decision
37 C.F.R. §42.71(d)(1)

1 month
(default)

If authorized,
PO’s
Opposition to
Rehearing
37CF.R §42.25

1 month

If authorized,
Petitioner’s
reply to
opposition
37CF.R §42.25

1 month

Within
1 month

Scheduling order typically specifies the

Trial Practice Guide at 48761 for example
of scheduling order)

times for conducting routine discovery (see

10 business days

Objection to

Parties must
provide list of

proposed . .
motions Notice of Deposition
37 C.F.R. §42.53(d)(4)
|
2 days
prior 10 business
| days

(default)

Conference call
77 Fed. Reg. at 48757

If authorized,
petitioner’s
Opposition to
Rehearing
37CF.R. §42.25

1 month

If authorized,
PO’s reply to
opposition
Trial Practice
Guide, 77 Fed.

Reg. at 48768

PTAB decision on
rehearing. Not

appealable.
35 U.5.C. §§ 314(d) and

324(e)).

DECLINE TO
INSTITUTE IPR

45 days

Motions to expunge
confidential
information to avoid

public disclosure
Trial Practice Guide, 77
Fed. Reg. at 48761 and 37

CFR§42.56

Scheduling order sent out after conference call,
frequently sets 2-3 month time for response
(3 months is default time if no time for response is set by
the board — parties may stipulate to different dates)

discovery by patent owner
Respironics, Inc., v. Zoll Med. Corp., IPR2013-00322,
Paper 26, at 2 (May 7, 2014)

evidence submitted
before institution of
trial
37 C.F.R. §42.64(b)(1)

10 business days

Party that submitted
evidence may file
supplemental evidence
37 C.F.R. §42.64(b)(2)

Scheduling orders frequently set about 2.5
(3 months is default time if no time for
response is set by the board —

parties may stipulate to different dates)

Trial Practice Guide, 77 Fed. Reg. at 48757

_PATENT OWNER MAY DEPOSE.
" PETITIONER’S DECLARANTS -
Trial Practice Guide, 77

" Fed. Reg. at 48757

Objections to
evidence and
testimony at time of
deposition
37 C.F.R. § 42.64(a)

More than 1 week
before
37 C.F.R. §42.53(d)(2)

Patent Owner Response & Motion to Amend Claims

Due Date 1

37 C.F.R. §6 42.120(b) and 42.121(a)(1)

month time for

discovery by pet

5 business days

Objection to evidence
37 C.F.R. § 42.64(b)(1)

Notice of Deposition
37 C.F.R. § 42.53(d)(4)

10 business days

10 business days

Party that submitted
evidence may file
supplemental evidence
37 C.F.R. § 42.64(b)(2)

PETITIONER MAY DEPOSE
PATENT OWNER’S DECLARANTS
Trial Practice Guide, 77 Fed. Reg.

Objections to
evidence and

at 48757

reply

itioner

testimony at time of
deposition
37 C.F.R. § 42.64(a)

More than 1 week
before
37 C.F.R. § 42.53(d)(2)

Petitioner Reply to Patent Owner Response & Opposition to

Motion to Amend Claims
Due date 2

see Trial Practice Guide, 77 Fed. Reg. at 48757 and 37 C.F.R. §§42.120

1 month (default time — parties may
stipulate to different dates)

discovery by
37Trial Practice Guide,

48758
Respironics, Inc., v. Zoll Med. Corp., IPR2013-

00322, Paper 26,

5 business

days

Objection to evidence
37 C.F.R. § 42.64(b)(1)

Notice of Deposition
37 C.F.R. § 42.53(d)(4)

10 business

days

days

patent owner
77 Fed. Reg. at 48757-

at2 (May 7, 2014)

10 business

PATENT OWNER MAY
DEPOSE PETITIONER’S
REPLY DECLARANTS
Trial Practice Guide, 77

Fed. Reg. at 48757

Party that submitted
evidence may file
supplemental evidence
37 C.F.R. §42.64(b)(2)

Objection to evidence
and testimony at time
of deposition
37 C.F.R. §42.64(a)

More than 1 week before
37 C.F.R. §42.53(d)(2)

Patent Owner’s Sur-reply to Petitioner’s Reply AND either Patent Owner’s Reply to

37

Due date 3
C.F.R. § 42.25(a)(2)

Petitioner’s Opposition to Motion to Amend Claims and Preliminary Guidance (if any) OR Revised Motion to Amend

No later than 1
year after the
institution of

3 wcleeks

Request for
oral
arguments
Due date 4

see Trial Practice
Guide, 77 Fed.

Reg. at 48769

Time for request for oral
arguments set by
scheduling order.
Scheduling orders
frequently set oral

arguments at about 2

weeks after due date 6

Request for
Pre-Hearing
Conference
Due date 6

see Trial
Practice Guide,

(Aug. 2018) p. 19

v

motion

Motion

If revised

amend
Revised

Schedulin
Order

Amend Pilot
Program
84 Fed. Reg. at
9501

to

to

~_S5business |
days prior

Serve any

6 weeks

Motion to exclude
evidence
previously

objected to
Due date 5

see Trial Practice Guide,
77 Fed. Reg. at 48769

Petitioner’s Sur-reply
to Reply to Opposition
to Motion to Amend

Due date 5
see Motion to Amend
Pilot Program,

84 Fed. Reg. at 9501

1 week

demonstrative exhibit
a party intends to use
at the hearing
37 CF.R. § 42.70(b)

e

Opposition to motion
to exclude
Due date 6

see Trial Practice Guide, 77
Fed. Reg. at 48769

File demonstrative

=

exhibits before oral

1 week

hearing

Reply to opposition to

IPR, unless 6 37 C.FR. § 42.70(b) motion to exclude.
mont.h Due date 7
extension see Trial Practice Guide, 77
Fed. Reg. at 48769
Oral Arguments
Due date 8
FINAL WRITTEN DECISION
35 U.S.C. §§ 316(a)(11)
Within 63
45 days days Within 30 days

Motions to expunge

information to avoid

Trial Practice Guide, 77 Fed.

confidential

public disclosure

Reg. at 48761

File an appeal with

the Federal Circuit
35U.S.C. §141and 37

C.F.R. § 90.3(a)

Request for

rehearing
37CFR.§
Within 63 / 42.71(d)(2)
days
37CFR §
/ 90.3(b)

60 days after date
of docketing

Appellant appeal brief

due
CAFC Rule31(a)(1)(B)

Within 40 days

Appellee

brief due
CAFC

Rule31(a)(2)




